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DETAILED ACTION 

Claim Objections 

1 . The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: Subject matter of claims 17 and 40, in particular a specific 
gravity of 1.230 to 1 .270, are not disclose within the specification. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-5, 10, 13, 15, 18-25, 27, 28, 31 , 35, 37, and 39-45 are rejected under 
35 U.S.C. 102(b) as being anticipated by Sullivan et al. (USPN 5779561). 

In regards to claim 1 , Sullivan et al. discloses a golf ball comprising a solid center 
10 having a deflection, under an applied static load of 200 lb., of between about 0.100 
inches and about 0.140 inches, equivalent to a PGA compression of 60 to 100; at least 
one intermediate layer 14 comprised of thermoplastic material; and a cover layer 16 
comprising an ionomer or ionomer blend and having a Shore D hardness, measured on 
the curved surface of the golf ball, of greater than about 60 (See Summary of the 
invention, Column 7, lines 21 through 23; Paragraph bridging columns 10 and 1 1; and 
paragraph bridging columns 13 and 14 and Figure 1). It is submitted that the being that 
the structure the golf ball has been met, being struck by a driver club at a clubhead 
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velocity of about 160 feet-per-second and an initial velocity off the clubhead of greater 
than about 240 feet- per-second is inherently meet by Sullivan et al. 

In regards to claim 2, Sullivan et al. discloses the golf ball having a coefficient of 
restitution of at least 0.750 (See Summary of the invention). It is submitted that the test 
velocity is inherently meet because the structure of the claim 1 is met by Sullivan et al. 

In regards to claims 3 and 4, Sullivan et al. discloses the center having a 
diameter of 1 .0 to 1 .6 inches (See Column 7, lines 21 through 23). 

In regards to claim 5, Sullivan et al. discloses the at least one intermediate layers 
having a Shore D hardness as measured on the curved outer surface of the at least one 
intermediate layer of less than 65. 

In regards to claim 10, 13, and 15, Sullivan et al. discloses the ball having a 
diameter of about 1 .680 in., which is about 1 .650 and 1 .620 inches (See Column 7, 
lines 5 and 6). 

In regards to claim 21 , Sullivan et al. discloses the at least one intermediate layer 
being adjusted to a desired specific gravity through use of an inert filler (See Columns 8 
through 10). 

In regards to claim 22, Sullivan et al. discloses the inert filler being chosen from 
the groups consisting of organic and inorganic materials (See Columns 8 through 10). 

In regards to claim 23, Sullivan et al. discloses the inorganic materials being 
chosen from the groups consisting of metals, metal oxides, metal sulfates, and 
combinations thereof. 
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In regards to claim 24, Sullivan et al. discloses the cover layer being adjusted to 
a desired specific gravity through use of an inert filler (See Column 8, lines 26 through 
33 and Columns 9 and 10). 

In regards to claim 25, Sullivan et al. discloses the inert filler being chosen from 
the groups consisting of organic and inorganic materials (See Column 8, lines 26 
through 33 and Columns 9 and 10). 

In regards to claim 27, it is submitted that Sullivan et al. inherently meets the 
limitation of claim 27, being that the structure has been meet within claim 1 . 

In regards to claim 28, Sullivan et al. discloses a golf ball comprising a solid 
center 10 of polybutadiene, a mantle layer 14 comprised of thermoplastic material; and 
a cover layer 16 comprising an ionomer wherein the golf ball has a coefficient of 
restitution of at least 0.750 (See Summary of the invention, Column 7, lines 21 through 
23; Column 7, lines 28 through 47; Paragraph bridging columns 10 and 1 1 ; and 
paragraph bridging columns 13 and 14 and Figure 1). It is submitted that the COR at 
the claim club speed is inherently met because the structure of the claim 1 is met by 
Sullivan etal. 

In regards to claim 29, It is submitted that the being that the structure the golf ball 
has been met, being struck by a driver club at a clubhead velocity of about 160 feet-per- 
second and an initial velocity off the clubhead of greater than about 240 feet- per- 
second is inherently meet by Sullivan et al. 

In regards to claim 31, Sullivan et al. discloses the center having a diameter of 
1 .0 to 1 .6 inches (See Column 7, lines 21 through 23). 
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In regards to claim 35, it is submitted that Sullivan et al. inherently meets the 
limitation of claim 35, being that the structure has been meet within claim 1 . 

In regards to 36, 37, and 39, Sullivan et al. discloses the ball has a diameter of 
about 1.680 in., which is about 1 .650 and 1.620 inches (See Column 7, lines 5 and 6). 

In regards to claim 41 , Sullivan et al. discloses the core being adjusted to a 
desired specific gravity through use of an inert filler (See Column 7, lines 28 through 
47). 

In regards to claim 42, Sullivan et al. discloses the inorganic materials are 
chosen from the groups consisting of metals, metal oxides, metal sulfates, and 
combinations thereof (See Column 7, lines 28 through 47). 

In regards to claim 43, Sullivan et al. discloses the at least one intermediate layer 
being adjusted to a desired specific gravity through use of an inert filler (See Columns 8 
through 10). 

In regards to claim 44, Sullivan et al. discloses the inorganic materials being 
chosen from the groups consisting of metals, metal oxides, metal sulfates, and 
combinations thereof (See Columns 8 through 10). 

In regards to claim 45, Sullivan et al. discloses the cover layer being adjusted to 
a desired specific gravity through use of an inert filler (See Column 8, lines 26 through 
33 and Columns 9 and 10). 

3. Claims 28-30, 32, 35-37, 39, 41 -46 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Sullivan et al. (USPN 5984806). 
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In regards to claim 28, Sullivan et al. discloses a golf ball comprising: a 
core comprising a polybutadiene; a mantle comprising a thermoplastic material; and a 
cover layer comprising an ionomer; wherein the golf ball exhibits a coefficient of 
restitution of 0.701 to 0.825 (See Column 10, lines 37 through 50, Column 28, lines 40 
through 56; Column 34, lines 1 1 through 59). It is submitted that the COR at the claim 
club speed is inherently met because the structure of the claim 1 is met by Sullivan et 
al. 

In regards to claim 29, It is submitted that the being that the structure the golf ball 
has been met, being struck by a driver club at a clubhead velocity of about 160 feet-per- 
second and an initial velocity off the clubhead of greater than about 240 feet- per- 
second is inherently meet by Sullivan et al. 

In regards to claim 30, Sullivan et al. discloses the polybutadiene comprising a 
high cis-1,4 content polybutadiene and the core further comprising about 15 to about 25 
parts by weight of a co-crosslinking agent comprised primarily of a zinc salt of an 
unsaturated acrylate, about 2 to about 50 parts by weight of a metal oxide activator, and 
about 0.1 to about 10 parts per hundred resin of a free radical initiator (See Column 29 
and 30). 

In regards to claim 32, Sullivan et al. discloses the thermoplastic material 
comprising about 80% ethylene, 8-1 0.5% acrylic acid and about 1 2 to 20% n-butyl 
acrylate, being that low acid ionomers inherently have an acid content of less than 16% 
and can be combined with a comonomer (See Column 17, lines 30 through 45). 
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In regards to claim 35, it is submitted that Sullivan et al. inherently meets the 
limitation of claim 35, being that the structure has been meet within claim 1 . 

In regards to 36, 37, and 39, Sullivan et al. discloses the ball has a diameter of 
about 1 .680 in., which is about 1 .650 and 1 .620 inches (See Column 34, lines 1 1 
through 59). 

In regards to claim 41 , Sullivan et al. discloses the core adjusted to a desired 
specific gravity through use of an inert filler (See Column 30, lines 43 through 49). 

In regards to claim 42, Sullivan et al. discloses the inorganic materials are 
chosen from the groups consisting of metals, metal oxides, metal sulfates, and 
combinations thereof (See Column 30, lines 43 through 49). 

In regards to claim 43, Sullivan et al. discloses the at least one intermediate layer 
being adjusted to a desired specific gravity through use of an inert filler (See Columns 
24 through 26). 

In regards to claim 44, Sullivan et al. discloses the inorganic materials being 
chosen from the groups consisting of metals, metal oxides, metal sulfates, and 
combinations thereof (See Columns 24 through 26). 

In regards to claim 45, Sullivan et al. discloses the cover layer being adjusted to 
a desired specific gravity through use of an inert filler (See Columns 24 through 26). 

In regards to claim 46, Sullivan et al. discloses the inorganic materials being 
chosen from the groups consisting of metals, metal oxides, metal sulfates, and 
combinations thereof (See Columns 24 through 26). 

Claim Rejections • 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 6-9, 30, and 32 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Sullivan et al. (USPN 5779561 ) in view of Sullivan et al. (USPN 

5984806). 

In regards to claim 6, Sullivan et al. '561 notes that the intermediate layer may 
contain an ionomer, but does not discloses the type of ionomer. Sullivan et al. '806 
discloses a golf ball comprising an ionomer made of a copolymer of ethylene and acrylic 
acid wherein the ionomer is totally neutralized with metal ions (See Column 18, lines 28 
through 42). One having ordinary skill in the art would have found it obvious to 
incorporate an copolymer of ethylene and acrylic acid, wherein about 100% of the acid 
is neutralized with metal ions, as taught by Sullivan et al. '806, into that of Sullivan et al. 
'561 in order to increase the durability of the golf ball. 

In regards to claim 7, Sullivan et al. '806 discloses the composition containing 
greater than 5 parts per hundred of a fatty acid salt chosen from the group consisting of 
magnesium stearate (See Columns 24 through 25). 

In regards to claim 8, Sullivan et al. '561 notes that the intermediate layer may 
contain an ionomer, but does not discloses the type of ionomer. Sullivan et al. '806 
discloses a golf ball comprising an ionomer made of a copolymer of ethylene and acrylic 
acid wherein the ionomer is totally neutralized with metal ions (See Column 18, lines 28 
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through 42). It is further noted that the composition may contain an monomer of an 
acrylic ester class, wherein Sullivan et al. recognizes that butyl acrylate is within the 
acrylate ester class (See Column 17, lines 30 through 41 and Column 21 , lines 24 
through 40). One having ordinary skill in the art would have found it obvious to 
incorporate an copolymer of ethylene and acrylic acid and n-butyl acrylate, wherein 
about 100% of the acid is neutralized with metal ions, as taught by Sullivan et al. '806, 
into that of Sullivan et al. '561 in order to increase the durability of the golf ball. 

In regards to claim 9, Sullivan et al. '806 discloses the composition containing 
greater than 5 parts per hundred of a fatty acid salt chosen from the group consisting of 
. magnesium stearate (See Columns 24 through 25). 

In regards to claim 30, Sullivan et al. '516 does not disclose the specific make up 
of the core. Sullivan et al. discloses the polybutadiene comprising a high cis-1,4 content 
polybutadiene and the core further comprising about 15 to about 25 parts by weight of a 
co-crosslinking agent comprised primarily of a zinc salt of an unsaturated acrylate, 
about 2 to about 50 parts by weight of a metal oxide activator, and about 0.1 to about 10 
parts per hundred resin of a free radical initiator (See Column 29 and 30). 

In regards to claim 32, Sullivan et al. '561 discloses the use of thermoplastic 
resin, in particular an ionomer resin, within the mantle layer but does not disclose the 
type of ionomer. Sullivan et al. '806 discloses the thermoplastic material comprising 
about 80% ethylene, 8-10.5% acrylic acid and about 12 to 20% n-butyl acrylate, being 
that low acid ionomers inherently have an acid content of less than 1 6% and can be 
combined with a comonomer (See Column 17, lines 30 through 45). One having 
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ordinary skill in the art would have found it obvious to incorporate the above, as taught 
by Sullivan et al. '806, into that of Sullivan et al. '516 in order to increase the durability of 
the golf ball. Furthermore, the make of the Sullivan et al. '806's core contains the 
typical amount used to produce a conventional core; therefore, one having ordinary skill 
in the art would have found it obvious to incorporate the above core of Sullivan et al. 
'806 into that of Sullivan et al. '516, because it is conventional and easily accessible 
within the art. 

5. Claims 1 1 , 1 2, 1 4, 1 6, 1 7, 33, 34, 38, 40, 47-51 , and 56 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Sullivan et al. (USPN 5779561) in view of 
Yamagishi et al. (USPN 5779563). 

In regards to claim 11, 16, and 33, Sullivan et al. does not disclose the core, 
intermediate layer, and cover layer having approximately the same specific gravity. 
Yamagishi et al. discloses a golf ball having a core 1 , intermediate layer 2 and cover 3 
having approximately the same specific gravity (See Column 2, lines 64 and 65; 
Paragraph bridging Columns 3 and 4; and Column 4 lines 28 through 33). On having 
ordinary skill in the art would have found it obvious to have the core, intermediate layer, 
and cover layer having approximately the same specific gravity, as taught by Yamagish 
et al., in order to improve the golf ball's distance, controllability, roll and straight travel. 

In regards to claim 12, 14, 17, 34, 38, and 40, Yamagishi et al. discloses the 
specific gravity between the core, intermediate layer, and cover being 1 .02 to 1 .18, 
1 .1 0-1 .25, and 0.9 to 1 .2, wherein the cover is greater than the core by at least 0.01 
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(See Column 2, lines 64 and 65; Paragraph bridging Columns 3 and 4; and Column 4 
lines 28 through 33). 

In regards to claim 47, Sullivan et al. discloses a golf ball comprising: a core 
comprising a polybutadiene; a mantle comprising a thermoplastic material; and a cover 
layer comprising an ionomer; wherein the golf ball exhibits a coefficient of restitution of 
0.701 to 0.825 (See Column 10, lines 37 through 50, Column 28, lines 40 through 56; 
Column 34, lines 1 1 through 59). It is submitted that the being that the structure the golf 
ball has been met, being struck by a driver club at a clubhead velocity of about 160 feet- 
per-second and an initial velocity off the clubhead of greater than about 240 feet- per- 
second is inherently meet by Sullivan et al. Sullivan et al. does not disclose the core, 
intermediate layer, and cover layer having approximately the same specific gravity. 
Yamagishi et al. discloses a golf ball having a core 1 , intermediate layer 2 and cover 3 
having approximately the same specific gravity (See Column 2, lines 64 and 65; 
Paragraph bridging Columns 3 and 4; and Column 4 lines 28 through 33). On having 
ordinary skill in the art would have found it obvious to have the core, intermediate layer, 
and cover layer having approximately the same specific gravity, as taught by Yamagish 
et al., in order to improve the golf ball's distance, controllability, roll and straight travel. 

In regards to claim 48, Sullivan et al. discloses the golf ball exhibiting a 
coefficient of restitution of 0.701 to 0.825 (See Column 10, lines 37 through 50, Column 
28, lines 40 through 56; Column 34, lines 1 1 through 59). It is submitted that the COR at 
the claim club speed is inherently met because the structure of the claim 1 is met by 
Sullivan et al. 
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In regards to claim 49 and 50, Sullivan et al. discloses the center having a 
diameter of 1 .0 to 1 .6 inches (See Column 7, lines 21 through 23). 

In regards to claim 51, Sullivan et al. discloses the at least one intermediate 
layers having a Shore D hardness as measured on the curved outer surface of the at 
least one intermediate layer of less than 65 (See Figure 1 ). 

In regards to claim 56, it is submitted that Sullivan et al. inherently meets the 
limitation of applicant's claim 56, being that the structure has been meet within claim 47. 
6. Claims 52, 53, 54, and 55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sullivan et al. (USPN 5779561) in view of Yamagishi et al. (USPN 
5779563). 

In regards to claim 52, Sullivan et al. '561 notes that the intermediate layer may 
contain an ionomer, but Sullivan et al. '561 in view of Yamagishi et al. does not 
discloses the type of ionomer. Sullivan et al. '806 discloses a golf ball comprising an 
ionomer made of a copolymer of ethylene and acrylic acid wherein the ionomer is totally 
neutralized with metal ions (See Column 18, lines 28 through 42). One having ordinary 
skill in the art would have found it obvious to incorporate an copolymer of ethylene and 
acrylic acid, wherein about 100% of the acid is neutralized with metal ions, as taught by 
Sullivan et al. '806, into that of Sullivan et al. '561 in view of Yamagishi et al. in order to 
increase the durability of the golf ball. 

In regards to claim 53, Sullivan et al. '806 discloses the composition containing 
greater than 5 parts per hundred of a fatty acid salt chosen from the group consisting of 
magnesium stearate (See Columns 24 through 25). 
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In regards to claim 54, Sullivan et al. '561 notes that the intermediate layer may 
contain an ionomer, but Sullivan et al. '561 in view of Yamagishi et al. does not 
discloses the type of ionomer. Sullivan et al. '806 discloses a golf ball comprising an 
ionomer made of a copolymer of ethylene and acrylic acid wherein the ionomer is totally 
neutralized with metal ions (See Column 18, lines 28 through 42). It is further noted that 
the composition may contain an monomer of an acrylic ester class, wherein Sullivan et 
al. recognizes that butyl acrylate is within the acrylate ester class (See Column 17, lines 
30 through 41 and Column 21, lines 24 through 40). One having ordinary skill in the art 
would have found it obvious to incorporate an copolymer of ethylene and acrylic acid 
and n-butyl acrylate, wherein about 100% of the acid is neutralized with metal ions, as 
taught by Sullivan et al. '806, into that of Sullivan et al. '561 in view of Yamagishi et al. 
in order to increase the durability of the golf ball. 

In regards to claim 55, Sullivan et al. '806 discloses the composition containing 
greater than 5 parts per hundred of a fatty acid salt chosen from the group consisting of 
magnesium stearate (See Columns 24 through 25). 

Response to Arguments 

Applicant's arguments filed 9/13/2004 have been fully considered but they are 
not persuasive. Applicant argues that the present invention is not anticipated by Sullivan 
et al. because Sullivan et al. does not disclose the golf ball being tested at the same 
conditions of that of the applicant's. The examiner disagrees. Applicant has attempted 
to gain patentability on a limitation that requires testing to be proven. Applicant has 
alleged that the COR based upon the examples shown in Table 4 of Sullivan et al. is not 
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the same as that of the present invention. Applicant is trying to base non-anticipation of 
Sullivan clearly on one set of examples and not the entire diclosure. Furthermore, 
Claim 1 does not recite any language regarding the COR nor does claim 47 of the 
presently pending claims. Claim 1 and 47 only describes a condition in which the ball 
was hit and nothing more. If applicant looked closely at Table 3, it is shown that 
examples 3-5 have ball CORs of at most .806, wherein the balls where clearly at a club 
head velocity less than that claimed by the applicant (105 fps). As applicant states in 
the arguments, the COR has a linear relationship. If such is the case, hitting the ball at a 
higher speed would result in an increase of the COR. In regards to claims 10, 13, and 
15, applicant alleges that Sullivan et al. does not meet the diameter range. Applicant is 
reminded that the use of the language "about" broaden the range. Furthermore, 
Sullivan et al. discloses the golf ball having a diameter of about 1 .680, which is in the 
vicinity of about 1 .620 and 1 .650 inches. In regards to the inert fillers, The inert filler is 
part of the composition and does not have to explicitly recite the same benefits as that 
disclosed or claimed by the applicant. In regards to claims treated by Sullivan '806, 
applicant has given a very narrow interpretation what is "motivation" and is trying to 
interprete the entire Sullivan '806 reference as being entirely incorporated into Sullivan 
'561 , which is not the case. Sullivan '806 is used to show why one having ordinary skill 
in the art would be motivated to use the addressed composition. Arguing why a 
perimeter weight ball is to be combined with the ball disclosed by Sullivan '561 is clearly 
not persuasive. It is also reminded that the applicant claims all limitation using the 
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language "comprising", wherein comprising does not exclude other elements unless 
claims excluding them. For these reasons, the above rejection has been furnished. 

In regards to claims 17 and 40, changes to the claims necessitate the above 
action on the merits. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alvin A. Hunter whose telephone number is (571) 272- 
441 1 . The examiner can normally be reached on Monday through Friday from 7:30AM 
to 4:00PM Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Vidovich, can be reached on 571-272-4415. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



AON 



Alvin A. Hunter, Jr. 




